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DETAILED ACTION 
Priority 

1. Acknowledgment is made of applicant's claim for priority under 35 U.S.C. 1 19(a)- 
(d) based upon an application filed in the EPO on 20 May, 2000. A claim for priority 
under 35 U.S.C. 1 19(a)-(d) cannot be based on said application, since the United States 
application was filed more than twelve months thereafter. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 01 April 2002 is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement has been considered by the examiner. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Chang et al. 
(6,487,406). 

Regarding claim 1 , Chang discloses a method of use of mobile 
telecommunications network (see Fig. 2), comprising utilizing signaling to indicate; 
changes in an IP sub-network (see col. 2, lines 26-66). 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Montenegro. 
(6,571,289). 

Regarding claim 1 , Montenegro discloses a method of use of mobile 
telecommunications network (see Figs. 1, 2 and 5), comprising utilizing signaling to 
indicate changes in an IP sub-network (see col. 3, lines 15-54). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject nnatter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chang et al. (6,487,406) in view of Soininen et al. (2002/0049059). 

Regarding claim 2, Chang discloses a method for a mobile terminal associated 
with a mobile telecommunications network to register its position and/or update its 
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location with regard the mobile telecommunications network and IP registration 
comprising integrating mobile telecommunications network and IP procedures (see col. 
4, lines 46-64, col. 6, line 57 to col. 7, line 55). Chang fails to specifically teach that the 
mobile telecommunications is UMTS. 

Soininen discloses a system that is applicable to any communications requiring 
macro-mobility management and overlays the mobility management such as IP-type 
mobility management of an access network such for providing GPRS or third 
generation (3G) mobile systems such as UMTS (see page 3, sections 0029-section 
0032). According to Soininen, using IP-type mobility management enables the detection 
of the movement of a mobile node and to change and select the most optimal mobility 
entity in each part of the network without needing non-standard signaling (see page 2, 
sections 0020-0023). 

It would therefore have been obvious to one of ordinary skill in the art to combine 
the teaching of Soininen by using UMTS procedures to implement Chang's mobile 
network in order to select the most optimal mobility entity without needing any non- 
standard signaling or procedure in the network as taught by Soininen. 

Regarding claim 3, the combination of Chang and Soininen discloses as taught 
by Chang using 'register request' and/or Register complete* messages for detecting IP 
information (see col. 7, lines 7-55). 

Regarding claim 4, Chang further discloses wherein fields of information 
relevant to the IP domain are with the 'register req' message (see col. 7, lines 7-17). 
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Regarding claim 5, Chang furtlier discloses wherein the fields are type of home 
address, type of care of address (COA), and, optionally, any of the following: home IP 
address, home agents (HA) address and last used COA (see col. 7, lines 7-47). 

Regarding claim 6, Chang further discloses wherein additional fields of 
information are sent with the 'register complete' message (see col. 6, line 65 to col. 7, 
line 17, and col. 7, lines 47-55). 

Regarding claim 7, Chang further discloses wherein the fields comprise home 
address, COA type and COA (see col. 8, line 55 to col. 9, line 16). 

Regarding claims 8 and 9, Chang further discloses using locate update' 
and/or 'location update complete' messages to detect IP information, wherein additional 
fields of information relevant to the IP domain are sent with the 'location update' 
message (see col. 5, line 61 to col. 6, line 8 and col. 6, lines 57-65). 

Regarding claim 10, Chang further discloses wherein the additional fields 
comprise home address, COA type and COA (see col. 5, line 65 to col. 6, line 8). 

Regarding claims 11 and 12, Chang further discloses wherein additional 
fields are sent with the 'location update complete' message, wherein the additional 
fields comprise type and COA (see col. 10, lines 35-48). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Jakobsen et al. (6,374,108) discloses a method for assigning an 
IP address to a mobile station while roaming. 
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Li (6,661,780) discloses mechanisms for policy based UMTS QOS and IP QOS 
management in mobile IP networks. 

Purnadi et al. (6,708,031) discloses a method and system for managing internetworking 
functions for a communication network having both a wireless access network and a 
packet-switched core network. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Appiah whose telephone number is 703 305- 



4772. The examiner can normally be reached on M-F 7:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on 703 305-4379, The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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